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BEST AVAILABLE COPY 

REMARKS 

Claims 1-94, 129-176, and 178-190 arc pending in the present; application. 
Reconsideration of the claims is respectfully requested. 

I. 3S U.S-C. 8 103- Alleged Obviousness^ C laims lO, 5^f. 13-21, 23-25. 31-39. 
4fi-S4- 61-68, 75-82> and 89-94 

The examiner has rejected claims 1-3. 5-7, 13-21. 23-25, 31-39,46-54, 61-68, 75- 
82, and 89-94 under 35 U,S.C. Section 103(a) as being allegedly unpatentable over lof 
(U.S. Patent No. 6,671,585) in view of Yabutani et aL (U.S, Patent No, 6,775,595), This 
rejection is respectfully traversed. 

A. 35 U,S.C> 8 103. Alleged! Obvioiisness. O^ Hpf. 1.3^ ^,7. 13-21, 23-25. 
31-39. and 46-51 

With regard to claim 1 being allegedly unpatentable over L<?/in view of Yabutanu 
the examiner states: 

Regarding claims 1, 19 and 37, iLof discloses a method, system and 
computer program product for m|anaging a utility service, comprising the 
steps of: 

• analyzing relationship information representing a relationship of 
availability of the utility service and consumption of the utility 
service (Col. 13, lines 37f46; Col. 16, lines 35-42); and, sending a 
message over a data netvvrork to at least one region of a utility 
service network to therebiy modify utility service consumption 
based ofi the analysis of the relationship idforroation (CoL 16, lines 
40-58 and lines 64-67, plbase note that load shedding takes place at 
limes of lowered production capacity wherein a message has to be 
sent in order to cut back <he power to certain customers who have 
agreed to have their powcr cut back. See also Col, 1 1, lines 62-65; 
Col. 12, lines 25-31 and 43-45, i.e., the utility consumption of the 
hydroelectric would be niodified actording to the needs of the 
wind farm)- | 

However, Lof does not disclose said message including instructions 
for modifying utility service 'constmiption of the appliance baaed on 
the analysis of the relationship Information. But Yabutani discloses an 
energy savings service wherein a supervised load or appliance such as 
a motor is provided with inverter control operation data to save energy 
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(Col. 3, lines 5-15). Yabutani disdgses that a merit refund r 
corresponding to the saved electric power consumption is calculated 
referring to the difference between the present electric power 
consumption data and the inverter control operation data (Col. 3, lines 
25-29, please note that the inverter control operation data would 
modify die energy of the appliance so that savings can be calculated), 
Yabutani further disclosed that the inverter control operation data is 
collected from the supervisory system through communication means 
(CoL 3, lines 50-55). 

{Office Action, dated September 2, 2(X)5, pages 3-5). 



1. The exHntittcr ignored featores C*lfti"i 1. 

While the examiner alleges that Lq/^ teaches analyzhig relationship 
information representing a relationship of availability of a utility service and 
consutnptlon of the utility service, the examiner did not include the feature of an 
appli^ce operably connected to the utility service in this allegation. Additionally* the 
examiner did not allege that any other reference teaches analyzing relationship 
information representing a relationship of availability of a utility service and 
consumption of the utility service by an appliance operably connected to the utility 
service^ Furthermore, Yabutani does not teach or suggest this claimed feature. Because 
the examiner ignored features of the claims, the examiner failed to state a prima facie 
obviousness rejection against these claims. 

2. The proposed combination does not teach all of the features of 
claim It 

Independent claim 1, which is representative of independent claims 19 and 

37 with regard to similarly recited subject matter, recites the following: 

1 . A method for managing a utility service, the method 
comprising the steps of; 

analyzing relationship information representing a 
relationship of availability of the utility service and consumption of 
the utility service by an appliance operably connected to the utility 
setvice; and, 

sending a message over a data network to at least one 
region of a utility service network, said message incluiiing 
instructions for modifying utility service consumption of the 

Pae&27of57 
Boies et a!. - 09/772,646 

PAGE 29/59 * RCVD AT 12/1/2005 12:33:39 PM [Eastern Standard rime] ' SVR:ySPTO-EFXRF«25 ' DNIS:2738300 * CSID:972 385 7/66 ' DURATION (infn-ss):16-32 



Dec 01 2005 lg:43PM YEE RSSOCIRTES, P.C. (g72J 385-7766 U p. 30 



appliance based on the analysis of the relationship information, ^ 
(emphasis added) 

The examiner beais the buidcn of establishing a prima facie case of obviousness c 
based on prior art when rejecting claims under 35 U.S,C. § 103. In re FritcK 972 F,2d ; 
1260, 23 U.S,P.Q.2d 1780 (Fed, Cir. 1992). For an faivention to be prima facie obvious, 
the prior art must teach or suggest all claim limitations. In re Royka, 490 F,2d 981, 180 
USPQ 580 (CCPA 1974). The Lo/afid Yabutani references citod by the examiner do not 
render obvious the present invention as recited in independent claims 1, 19, and 37 because 
the references fail to teach or suggest all claim limitations. 

Claim 1 recites the feature of analyzing relationship infonnation representing a 
relationship of availability of a utility service and consumption of the utility service by an 
appliance operably connected to the utility service. This claim also recites another 
feature that a message includes instructions for modifying utility service consumption of 
the appliance based on the analysis of the relationship information. Analyzing 
relationship information representing a relationship of availability of a utility service and 
consumption of the utility service by an appliance operably connected to the utility 
service and a message that includes instructions for modifying utility service 
consumption of the appliance based on the analysis of the relationship information are 
not features taught or suggested in Lofoi Yabutani. 

The examber alleges that Lq/* teaches analyzing relationship information 

representing a relationship of the availability of a utility service and consumption of the 

utility seryicc In the following cited sections; 

When "ganged" control operation is used^ and the response time of the 
hydroelectric plant 51 1 is routinely more than a few seconds, the processor 
500 may use the data frotn the meteorological data source/service to 
predict the amount of surplus/shortfall that will need to be addressed at 
some predetermined period of time in the future (e.g., 10 seconds or 
more). In this way, the wind farm 503 (or alternatively the hydroelectric 
plant 511 itself) may dispatch an "anticipatory" control command to the 
hydroelectric plant 511, causing the hydroelectric plant 511 to begin to 
make the necessary adjustments for increasing/decreasing the power 
production based on the forecasted surplus/shortfall in power production 
from the wind farm 503 as a result of predicted wind speed increase or 
decrease. 
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column 13, lines 35-48), 

Furthermore, the renewable energy control center processor 500, as well 
as the power system operation management mechanism 602 that controls 
an optional feature for performing load shedding, cooperate to manage and 
balance the powet that is actually produced versus the actual demand. 
Load shedding is achieved by contractual relationships (preferably) with 
certain customers who have agreed to have their power out back at times 
of peak need. 

(Zyo/, column 16, lines 35-42), However* the cited sections above do not teach analyzing 
relationship information representing a relationship of availability of a utility service and 
consumption of the utility service by an appliance operabiy connected to the utility 
service, as claimed. None of the sections of Lo/ referred by the examiner teach taking 
into consideration an appliance operabiy cormectcd to a utility service. In fact, nothing in 
ZLo/ teaches taking into consideration an appliance operabiy connected to a utility service. 

In addition, Yabutani do^^ not show the features of claim 1 as asserted by the 
examiner. Applicants agree with the examiner that Lo/does not teach a message for 
modifying utility service consumption of an appliance based on analyzed relationship 
information representing a relationship of availability of a utility service and 
consumption of the utility service by the appliance operabiy connected to the utility 
service. The examiner relies on the following sections in Ycbutani to teach a message for 
modifying utility service consumption of an appliance based on analyzed relationship 
information representing a relationship of availability of a utility service and 
consumption of the utility service by. the appliance operabiy cormected to the utility 
service: 

One embodiment of the present invention is directed to an energy 
saving service offering method which determines the present electric 
power consumption of the supervised load facility of the user, who owns a 
supervised load facility, in which there are motors, and who desires to 
save energy, provides inverter control operation data when installing an 
inverter in the supervised load facility for performing motor speed control, 
determines a merit refund corresponding to the saved electric power 
consumption by referring to the difference between the present electric 
power consumption data and the inverter control operation data, and 
performs a charge and billing operation based on a merit refund under the 
contract conditions established between die energy saving service provider 
and its contractor. 
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In the method according to another embodiment of the present 
invention, the present electric power consumption is obtained from the 
operation status of the supervised load facility having a motor, the inverter 
control operation data is provided when installing an inverter in the 
supervised load facility. for performing motor speed pontrol, a merit refund 
corresponding to the saved electric power consumption is calculated by 
referring to the difference between the present electric power consumption 
data and the inverter control operation data, and a billing and charge 
operation is performed based on a merit refund under the contract 
conditions established between the energy saving service provider and its 
contractor. 

The inverter control operation data is collected from the 
supervisory system through a communication means* such ad LAN or 
telephone line. The present electric power consumption data represents the 
present actual operation status of the supervised load facility or its 
operation status under an assumed con<Ution. 

(YabutcmU colunm 3, lines 5-31 and 50-55). In the sections above, Yabutani 
teaches determining the present electrical power consumption of a user's 
supervised load facility, installing an inverter for providing motor speed control, 
and r^erring to the difference between the electrical power consumption before 
and after the inverter installation to determine a merit refund under contract 
conditions between a user and an energy saving service provider. 

Yabutani does not teach a message for modifying utility service consumption of 
an appliance based on analyzed relationship information representing a relationship of 
availability of a utility service and consumption of the utility service by the appliance 
operably coimected to the utility service. In contrast to the present invention, which 
redtes a relationship between an appliance and the availability of a service utility, in 
Yabutmi an appliance is not concerned with the availability of a service utility. Yabutani 
teaches a "service provider can estimate the present electric power consumption and the 
merit refund by precise calculation or approximate calculation and then present the 
results to the user as prerequisite conditions for the contract." {Yabutani^ column 4, lines 
49-52). In Yabutani, a service provider estimates the present service consumption and 
presents the results to a user as a prerequisite condition for a contract. Consequently, in 
Yabutani the service consumption of an appliance is related only to the previously 
estimated service consumption th^ is specified in a contract, not the availability of a 
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service utility. Therefore. Yabutani does not teach a message for modifybg utility 
service consuniption of an appliance based on analyzed relationship information 
representing a relationship of availability of a utility service and consumption of the 
utility service by the appliance operably connected to the utility service. 

While the examiner relies on Yabutani to teach a message for modifying utility 
consumption of an appliance, Yabutani does not teach or suggest any message for 
modifying utility consumption of an appliance. In Yabutani, after an energy saving 
service provider determines the present electrical pQvver consumption of a user's 
supervised load facility, a user takes physical steps to install an inverter for providing 
motor speed control. After the user lakes physical steps to install an inverter for 
providing motor speed control, operation begins under inverter control. After operation 
begins under inverter control, the energy saving service provider determines the 
difference between the electrical power consumption before and after the inverter 
installation in order lo calculate a merit refund under the contract conditions between the 
user and the energy saving service provider. In contrast to the present invention, which 
teaches a message for modifying utility consumption of an appliance, m Yabutani no 
message exists for modifying utility consiunption of an appliance. Any modification of 
an appliance's utility consumption In Yabutani occurs through the physical intervention 
of the user, not through a message for modifying utility consumption of an appliance* 

The examiner further states that it would be obvious to combine La/.with 
Yabutani to arrive at the features of the claimed mvcntion. However, Yabutani docs not 
cure the deficiencies in Lof, Yabutani does not teach or suggest a message for modifying 
utility service consumption of an appliance based on analyzed relationship information 
representing a relationship of availability of a utility service and consumption of the 
utility service by the appliance operably connected to the utility service, as recited in 
claim 1 of the present invention. As described above, Lof does not teach these features. 
Therefore, the combination of Lof&nd Yabutani do not render claim 1 unpatentable 
because the combination does not teach or suggest a message for modifying utility service 
consumption of an appliance based on analyzed relationship information repreaenting a 
relationship of availability of a utility service and consumption of the utility service by 
the appliance operably connected to the utility service. 
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3. The proposed combination does no t result In the daimed 
invention^ 

Even if Lo/weie combinable with YabutanU the result of such a 
combhiation would not be the invention as recited in claim 1 . Rather, such an alleged 
combination would result in a system for producing more power at other power plants on 
a grid in case of a reduction of power production at a windmill location, as taught in Lqf, 
with a method for calculating saved electrical power due to installation of an inverter, in 
the manner described by YdbtmnL Even with the additions of Lof and Yabutani, there 
would be no message for modifying utility service consumption of an appliance based on 
analyzed relationship information representing a relationship of availability of a utility 
service and consumption of the utility service by the appliance operably connected to the 
utility service, as recited m claim 1 of the present invention, 

4. No motivatlo n> teachfaig, or suggestion exists to combine the 
references because the references address different problems. 

FurthermorCp one of ordinary skill in the art would not combme Z^/ with 
Yabutani when each reference is considered as a whole. In considering a reference as a 
whole, one of ordinary skill in the art would take into account the problems recognized 
and solved. As discussed in the Abstract, Lcf vs^ directed towards a premier power 
conversion device that provides an alt^Tiative source of power for supplementing an 
output power of a wind turbine generation facility when lull periods for wind speed 
appear. In summary, L<?f teaches producing more power at other power plants on a grid 
in case of a reduction of power production at a windmill location. 

In contrast, according to the Abstract, Yabutani is directed towards an energy 
saving service detOTnining a present electrical power consumption and inverter control 
operation data when an inverter has been installed. The difference between the electrical 
power consumption before and after the inyerter is installed is used to calculate saved 
electrical power consumption and a merit refund. In summary, Yabutani teaches 
calculation of saved electrical power due to installation of an inverter. 
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Therefore, there is no motivation to combiriB the teachbgs of Lo/with Yabutani in 
the manner alleged by the CTcaminer. Ihere is no suggestion in Lo/that there is a need for 
saving dectrical power through installation of an inverter, Siich as that taught by 
Yabutani, In fact, Lqf is directed toward producing more power at other power plants on 
a grid in case of a reduction of power production at a windmill location, not modifying 
utility service consumption of a consumer. 

Moreover, there lb no suggestion in Yabutmi of a need to combine the calculation 
of saved electrical power due to installation of an inverter of Yabutani with producing 
more power at other power plants on a grid in case of a reduction of power production at 
a windmill location, such as that taught by Lof. There is no n^d, let alone any 
suggestion in Yabutani for determimng the level of power available. Thus, the alleged 
motivation offered by the examiner is not based on the actual teaching of the references. 

Consequentlyp there is no teaching or suggestion in the references as to the 
desirability of including the features from other references. The mere fact that a prior art 
reference can be readily modified does not make the modification obvious unless the 
prior art suggested the desirability of the modification. In re Laskowski, 871 E2d 115, 10 
U.SP.Q,2d 1397 (Fed. Cir. 1989) and also see In re FritcK 972 F.2d 1260, 23 
U.S.RQ.2d 1780 (Fed, Cu:. 1992) and In re Mills, 916 R2d 680, 16 U.S.P.Q.2d 1430 
(Fed, Cir. 1993). The examiner may not merely state that the modification would have 
been obvious to one of ordinary skill in the art without pointing out in the prior arc a 
suggestion of the desirability of the proposed modification. The examiner has failed to 
demonstrate any motivation or incentive in the prior art to combine and modify the 
references so as to achieve the claimed invention. The only motivation to even to attempt 
to combine Lofand Yabutani is to try to arrive at Applicant's claimed invention and thus, 
the alleged combination is a result of impennissible hindsight reconstruction using 
Applicant's own disclosure as an aide. While Applicant imderstands that all e^camination 
entails some measure of hindsight, when the rejection is based completely on hindsight, 
as in the present case, rather than only what is gleaned from the references by one of 
ordinary skill in the art, then the rejection is unproper and should be withdrawn. 
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5, Tl^ g y^flimed inveiitlop solves a problem not re ^^^l^^ bv the 
references^ 

The claimed invention solves an unrecognized problem. As recited in claim 1, the 
present invention recognizes the problems involved with modifying utility service 
consumption of an appliance in utility service network based on a relationship of , 
availability of the utility service. When the availability of utility service is litnited, the 
present invention may modify the utility service consumption of an appliance in a utility 
network, a feature lacking in both Lcfwd Yabutani, alone or in combination. Neither Lqf 
nor Yabutmi recognize this problem. Therefore, one of ordinary skill in the art would 
not be motivated to combine Lof and Yabutani in the manner required to form the 
solution presented in the claimed invention. 

In conclusion, bdependent claims 1, 19. and 37 are not taught or suggested by the 
alleged combination of Lof^uid Yabutani. Accordingly, Applicant respectfully requests 
withdrawal of the rejection of independent claims 1, 19. and 37 under 35 U-S.C. §103. 

Claims 2-3, 5-7, 13, 15-18. 20, 21, 23-25, 31, 33-36, 38, 39, 46. and 48-51 are 
dependent claims depending on independent claims 1,19, and 37, respectively* 
Applicants have already demonstrated claims 1, 19, and 37 to be in condition for 
allowance. Applicants respectfully subnut that claims 2-3, 5-7, 13, 15-1 8. 20, 21, 23-25, 
31, 33-36, 38, 39, 46, and 48-51 are also allowable, at least by virtue of their dependency 
on allowable claims, Consequemly, it is respectfully urged that the rejection of claims l- 
3. 5-7, 13, 15-21, 23-25, 31, 33-39, 46, and 48-51 have been overcome, and such a notice 
is respectfully requested. 

B. 35 U,S,C, 8 103. Alleged Obviousness. Claims 52«54. 61-6S> IS-SZ^A 
89>94 

With regard to claim 52 being allegedly unpatentable over Lof in view of 

Yabutani, the examiner states: 

Regarding claims 52, 66, SO, and 94, Lof discloses a method, apparatus 
and readable medium for managing consumption of a utility, comprising; 
• receiving a message from a utility service provider (CoL 33, lines 
43-48, i.e., control message is sent to the alternative energy 
production facility); generating at least one message for at least 
one region of a utilhy service network, the at least one message 
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instructing a region to modify utility consumption by the at least 
one region; and sending the at least one message to the at least one 
region (Col 33, lines 58^65; Col. 12, lines 25-31). 

However, Lof does not disclose said message including 
instructions for modifying utility service consumption of the appliance 
based on the analysis of the relationship information. But Yabutanl 
discloses an energy savings service wherein a supervised load or appliance 
such as a motor is provided with inverter control operation data to save 
energy (Col. 3, lines 5-15). Yabutani discloses that a merit refund 
corresponding to the saved electric power consumption is calculated 
Inferring to the difference between, the present electric power consumption 
data and the inverter control operation data (CoL 3. lines 13-29, please 
note that the inverter control operation data would modify the energy of 
the appliance so that savings can be calculated), Yabutani further 
discloses that the inverter control operation data is collected from the 
supervisory system through communication means (Col. 3, lines 50-55), 

{Office Action, dated September 2, 2005. page 5). 



1, The proposed combination does not teach all of the f eatures of 
claim 52, 

Independent claim 52, which Is representative of independent claims 66, 

80, and 94 with regard to similarly recited subject matter, recites the following: 

S2p a method of managing ccmsimiption of a utility, comprising: 

generating at least one message for at least one region of a utility 
service network, the at least one message including instructions for 
modifying utility consumption of an appliance in the at least one region; 
and 

sending the at least one message to the at least one region. 

The Lof and Yabutani references cited by the examiner do not render obvious the 
present invention as recited in independent claims 52, 66, 80, and 94 because the 
references fail to teach or suggest all claim limitations. Claim 52 recites the feature of 
gcnexating a message for a region of a utility service network, the message including 
instructions for modifying utility consumption of an appliance in the region. This claim 
also recites the further feature of sending tlie message to the region. Generating and 
sending a message to modify utility consumption of an appliance in a region of a utility 
network are not features taught or suggested in Lof oi Yabutani, 
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Applicants agree with the examiner that L<?f does not teach a message for ^ 
modifymg utility service consumption of an appliance. The examiner relies on the \ 
sections in Yabutani quoted above in regard to claim 1 to teach a message for modifying 
utility service consumption of an appliance. 

As previously mentioned in regard to claim 1, in the quoted sections above 
Yabutani teaches determining the present electrical power consumption of a user's 
supervised load facility, installing an inverter for providing motor speed control, 
and referring to the difference between the electrical power consumption before 
and after the inverter installation to determine a merit refund under contract 
conditions between the user and an enwgy saving service provider. Yabutani 
does not teach generating and sending a message to modify utility consumption of 
an appliance in a region of a utility network. In contrast to the present invention, 
which claims an appliance in a region of a utility network, in Yabutmi an 
appliance is not concerned with a uUHty network, much less a region of a utility 
network. As mentioned above in regard to claim 1, in Yabutani the service 
consumption of an appHahce is related only to the previously estimated service 
consumption that is specified in a contract. Consequently, in Yabutani the service 
consumption of an appliance is not related to the service consumption of a utility 
network or a region of a utility network. Therefore, Yabutani does not teach 
generating and sending a message to nk>dify utility consumption of an appliance 
in a region of a utility network. 

The examiner further states that it would be obvious to combine io/ with 
Yabutani to arrive at the features of the clainiied invention. However, Yabutani does not 
cure the deficiencies in Lcf, Yabutani does not teach or suggest generating and sending a 
message to modify utility consumption of an appliance in a region of a utility network, as 
recited in claim 52 of the present invention. As described above, Z-qf does not teach these 
features. Thereforet the combination of Lof and Yabutani not render claim 52 
unpatentable because the combination does not teach or suggest genemting and sending a 
message to modify utility consumption of an appliance in a region of a utility network. 
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2. The proposed combhiatlon does not result jp the claimed 
ittventton. 

Even if Lo/ were combinable with Yabutani, the result of such a 
combination would not be the invention as recited in claim 51. Rather, such an alleged 
combination would result in a system for producing more power at other power plants on 
a grid in case of a reduction of power production at a windmill location, as taught in Lof, 
with a method for calculating saved electrical power due to installation of an uiverter^ in 
the manner described by Yabutani. Even with the additions of I/jf and Yabutaniy there 
would be no generating and smdlng a message to modify utility consumption of an 
appliance in a region of a utility network^ as recited in claim 52 of the present invention, 

3, No motivation, teaching, or suggfestlon exists to combine the 
references because the references address different problems. 

Furthermore, as discussed above \n regard to claim 1, one of ordinary skill 
in the art would not combine Lof with Yabutani when each reference is considered as a 
whole. As also noted above in regard to claim 1 , there is no teaching or suggestion in the 
teferences as to the desirability of including the features from other references. The mere 
fact that a prior art reference can be readily modified does not make the modification 
obvious unless the prior ait suggested the desirability of the modification. The examiner 
may not merely state that the modification would have been obvious to one of ordinary 
skill in the art without pointing out in the prior art a suggestion of the desirability of the 
proposed modification* The examiner has failed to demonstrate any motivation or 
incentive in the prior art to combine and modify the references so as to achieve the 
claimed invention. The only motivation to even to attempt to combine Lof and Yabutani 
is to try to anive at Applicant's claimed mvention and thus, the alleged combination is a 
result of impermissible hindsight reconstruction using Applicants own disclosure as an 
aide. While Applicant understands that all examination entails some measure of 
hindsight, when the rejection is based completely on hindsight, as in the present case» 
rather than only what is gleaned from the references by one of ordinary skill in the art, 
then the rejection is improper and should be withdrawn* 
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4. The claimed Inventioii solves a prob lc^ not recognized by the 
ireferences. 

The claimed invention solves an unrecognized problem. As recited in 
claim 52, the present invention recognizes ttie problems involved with modifying utility 
service consumption of an appliance in a region of a utility service network. When the 
availability of utility service is limited, the present invention may modify the utility 
service consumption of an appliance in a region of a utility network, a feature lacking in 
both Lofwd YabutanU alone or in combination. Neither Lofnov Yabutani recognize this 
problem. Therefore^ one of ordinary skill in the art would not be motivated to combine 
Li?/ and Yabutani in the manner required to form the solution presented in the claimed 
invention. 

In conclusion, independent claims 52, 66, 80, and 94 are not taught or suggested 
by the alleged combination of Lo/and YabuianL Accordingly, Applicant respectfully 
requests withdrawal of the rejection of independent claims 52, 66, 80, and 94 under 35 
U.S.C.§103- 

Claims 53. 54, 61, 63-65, 67, 68, 75, 77-79, 81. 82, and 89-93 are dependent 
claims depending on independent claims 52, 66, and 80, respectively. Applicants have 
already demonstrated claims 52, 66, and 80 to be in condition for allowance. Applicants 
respectfully submit that claims 53. 54, 61, 63-65, 67. 68, 75, 77-79, 81, 82, and 89-93 are 
also allowable, at least by virtue of their dependency on allowable claims. Consequently, 
it is respectfully urged that the rejection of claims 52-54, 61. 63-68, 75, 77-82, and 89-93 
have been overcome, and such a notice is respectfully requested, 

Additionally, dependent claims 2, 3, 18, 20. 21, 36. 38. 39, 51, S3, 54, 67. 68. 81, 
and 82 recite other additional combinations of features not suggested by Lofox YabutanU 

Cp 35 U>S>C> S 103, Alleged Obviousness, claims 2. 20. 38, 53. 67, and 81 

With regard to claim 2 being allegedly unpatentable over Lo/in view of Yabutani, 

the examiner states: 

Regarding claims 2-3, 5^7, 13-18, 20-21, 23-25. 31-36. 38^39, 46- 
51, 53-54, 61^65, 67-68, 75-79, 81-82, 89-93. Lof discloses, 

9 the message instructs at least one region permitting increased 
power consumption (CoL 11, lines 65- Col, 12, line 2); 
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(Office Action dated September 2, 2005, page 3). Dqpendent claim 2, which is 
representative of dependent claims 20, 38, 53, 67, and 81 with regard to similarly recited 
subject mattex, recites the following: 

2. The method of claim 1, wherein the message includes Instructions 
for permitting increased powet consumption by the appliance. 

Neither Lof nor YabutanU alone, or in combination, teach or suggest that a 

message incltidea instructions for permitting increased power consumption by an 

appliance* as claimed in claim 2 of the present invention. In the Office Action, the 

examiner alleges that in the followmg cited section Lo/teaches that a message includes 

instructions for permitting increased power consumption by an appliance: 

Using the cooperative arrangement the energy output obligation 
from the wind farm is achieved by asking the hydroelectric plant 
51 1 to output sufficient power to compensate for the temporary 
short fall from the wind farm. 

{Lof^ column 11, line 65 to column 12, line 2). The cited section teaches meeting an 
energy output obligation from a wind farm by compensating with sufficient power from a 
hydroelectric plant during a temporary shortfall at the windmill farm. The cited section 
does not teach or suggest a message includes instructions for permitting increased power 
consumption by an appliance, as recited in claim 2. Furthermore, Yabutam does not 
teach or suggest this claimed feature. The cited section of Lo/ teaches maintaining power 
available to customers, not permitting increased power consumed by an appliance. Thus, 
neither Lof not Yabutani, alone or in combination, teach or suggest the features of claim 
2. Because claim 2 is representative of dependent claims 20, 38, 53, 67, and 81 with 
regard to similarly recited subject matter, neither Lcjf nor Yabutam, alone or in 
combination, teach or suggest the.features of claims 2, 20, 38, 53, 67, and 81. 

D. 6 103. AUcged Obviousness, claims 3. 21, 39> 54. 68, and 82 

With regard to claim 3 being allegedly unpatentable over Lof 'xsi view of Yabutani, 

the examiner states: 

Regarding claims 2-3. 5-7, 13-18, 20-21, 23-25, 31^36, 38-39, 46- 
51, 53-54, 61-65, 67-68, 75-79, 81-82, 89-93, Lof discloses . , . 
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• the message instructs at least one region permitting decreased , 
power consumption (Col. 11, lines 65- Col. 12, line 2); 3 

(Omce Action dated September 2, 2005, page 3). Dependent claim 3, which is 

representative of dependent claims 21,39, 54, 68, and 82 with regard to similarly recited 

subject matter, recites the following: 

3, The method of claim 1, wherein the message includes bstructions 
for permitting decreased power consumption by the appliance. 

Neither Lof noi Yabutani, alone, or in combination, teach or suggest that a 

message includes instructions for permitting decreased power consumption by an 

appliance, a& claimed in claim 3 of the present invention. In the Office Action, the , 

examiner alleges that in the following cited sections Lo/ teaches that a message includes 

instructions for pemiitting decreased power consumption by an appliance: 

More particularly, in the event of over capacity production by the 
wind farm 503, the premier power facilities 505 communicates this 
condition to the control center processor 500» which sends a 
message to the hydroelectric plant 51 U requesting that the 
hydroelectric plant 511 produce a corresponding lesser amount of 
electric power during this period of overproduction* 

In this way, the wind farm 503 (or alternatively the hydroelectric 
plant 511 itself) may dispatch an "anticipatory" control command 
to the hydroelectric plant 511, causing the hydroelectric plant 511 
to begin to make the necessary adjustments for 
increasing/decreasing the power production based on the 
forecasted surplus/shortfall in power production from the wind 
farm 503 as a result of predicted wind speed increase or decrease* 

(L^/, column 12, lines 25-31; colunm 13, lines 41-46). The cited sections teach 
responding to an over capacity production by a wind farm through requesting a 
hydroelectric plant to produce a corresponding lesser amount of electric power during the 
period of overproduction at the wind farm. The cited sections do not teach or suggest a 
message includes instmctions for permitting decreased power consumption by an 
appliance, as recited in clabn 3. Furthermore, Yabutani does not teach or suggest this* 
claimed feature. The cited sections of Lo/ teach maintaining power available to 
customers, not permitting decreased power consumed by an appliance. Thus, neither Lof 
nor Yabutanlt alone or in combination, teach or suggest the features of claim 3. Because 
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claim 3 is representative of dependent claims 21. 39, 54, 68, and 82 with regaid to 
similarly recited subject matter, neither Lof rm Yabutani, alone or in combination, teach 
or suggest the features of claims 3, 21, 39, 54, 68, and 82. 

E. 3S U-S.C. i 103. Alleged Obv iottsness, clafans 18. 36, and 51 

With regard to claim 18 being allegedly unpatentable over Lof 'm view of 

Yabutanu the examiner states: 

Regarding claims 2-3, 5^7, 13-18. 20-21, 23-25, 31-36, 38-39, 46- 
51, 53-54i 61-65, 67-68, 75-79, 81-82, 89-93, Laf discloses . , , 

« analyzing historical data relating conditions of sale of the utility 
service to consumption levels of the utility service; and generating 
the message based on the analysis of the relationship infonmation 
and the analysis of the historical data* 

(Office Action dated September 2, 2005, pages 3-4). Dependent claim 18, which is 
representative of dependent claims 36 and 51 with regard to similarly recited subject 
matter, recites the following: 

1 8. The method of claim 1 , further comprising: 

analyzing historical data relating conditions of sale of the utility 

service to consumption levels of the utility service; and 

generating the message based on the analysis of the relationship 

information and the analysis of the historical data. 

Neither Lofnot Yabutani teach or suggest analyzing historical data relating conditions of 
sale of the utility service to consumption levels of the utility service, as claimed in claim 
18 of the present invention. The examiner alleges that Lo/ teaches or suggests analyzing 
historical data relating conditions of sale of the utility service to consumption levels of 
the utility service. However, the examiner provides no support from Lof to demonstrate 
that Lof actually teaches or suggests the features regarding historical data, as claimed, 
£^does not teach or suggest analyzing historical data relating conditions of sale of the 
utility service to consumption levels of the utility service. Furthermore, Yabutani does 
not teach or suggest this claimed feanire. Thus, neither Lof nor Yabutani, alone or in 
combination, teach or suggest the features of claim 18. Because claim 18 is 
representative of dependent claims 36 and 51 with regard to similarly recited subject 
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matter, neither La/nor Yahutanu alone or in combination, teach or suggest the features of 
claims 18, 36, and 51. 

II. 35 U,SX, S 103- AUeged Ob-viotisness, Cla ims 10-12, 2tU:w. 4.^45. 38^60, 72- 
74, 86.gg> 12M 7fi. mid 178-190 

The examiner has rejected claims 10-12, 28-30. 43-45, 38-60, 72-74» 86-88,129- 
176, and 178-190 under 35 U,S,C. Section 103(a) as being allegedly unpatentable over 
Lof and Yabutani in further view of Johnson et al, (Patent Application U.S- 
2004/001 5433 Al). This rejection is respectfully traversed. 

With regard to claims 10-12, 28-30, 43-45, 58-60. 72-74, 86-88, 129-176, and 
178-190 being allegedly unpatentable over Lof and Yabutani in further view of Johnson, 
the examiner states: 

Regarding claims 10-12, 28-30, 43^5, 58-60, 72-74, 86- 
88, 129-176 and 178-190, the same citations applied to claims 1-9, 
13-27, 31-42, 46-57, 61-71, 75-85, 89-94, above apply as well for 
these claims, However, Lof and Yabutani fail to disclose 
associating a customer system with a c/cwj of utility service; 
identifying a class of utility service, and changing the class of 
utility service. Lof and Yabutani further, fail to disclose 
auctioning or negotiating a class of utility service and changing 
dynamically or unilaterally the class of utility service; the change 
of class of utility service is based on a cost increase, decrease or 
available amount of utility service. Lof and Yabutani further fail 
to disclose auctioning or negotiating a class of utility service and 
changing dynamically or unilaterally the class of utility service; the 
change of class of utility service is based on a cost increase, 
decrease or available amount of utility service. 

But Johnson et aL discloses associating a customer system 
with a class cf utility service end identifying a class of utility 
service, and changing the class of utility service (Page 4. [0021] ; 
Page 2, [0009], lines 4-1 1). Johnson further discloses auctioning 
or negotiating a class of utility service (Page 3, [0017], lines 10-20; 
Page 4 [0019]); and changing dynamically or tmilaterally the class 
of utility service (Page 2, [0012]); die change of class of utility 
service is based on a cost increase, decrease or available amount of 
utility service (Page 5, [0042], lines 21-46; [0025]), 

Therefore, it would have been obvious to a pcxson of the 
ordinary skill in the art at the time the invention was made to 
combine the power production facility of Lof and Yabutani with 
the bidding for energy supply to customers system of Johnson 
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because it would provide an auction service that will stimulate 
competition and facilitate the consumer's ability to make economic 
choices between providers (Johnson, Page 3, [0017], lines 10-20). 

(Office Action of September 2. 2005, pages 6-7, with emphasis in the original), 

A. 3S U,S.C. 8 103 - AU^ed Qbvinn«nB«. Claims 129-176 and 178-190 

1. The proposed combination does not te ach all of the features of 
claim 129> 

Independent claim 129, which is representative of independent claims 148, 

159, 171, and 183 with regard to similarly recited subject matter, recites the foUowmg: 

129. A method of doii^g business fot providnig utility service, 
comprising; 

analyzing an operation of a utility system; 

associating a customer system with a class of utility 
service; 

sending a message to the customer system chimging a 
service parameter qfthe utility service provided to the customer 
system it% respoiise to a change in the operation of the utility 
system, and in further response to the class cf utility service 
associated with the citstomer system, (emphasis added) 

Neither Lofnox Ydbutani nor Johnson, alone, or in combination, teach or suggest 
the features of associating a customer system with a class of utility service or changing a 
service parameter of the utility service provided to the custcroer system m response to a 
change in the operation of the utility system, and in further response to the class of utility 
service associated with the customer system, as claimed. With regard to the features of 
associating a customer system with a class of utility service and changing a service 
parameter of the utility service associated with the customer system. Applicants agree 
vrtth the examiner that I^/and Yabutani fail to disclose these claimed features. With 
regard to the features of associating a customer system with a class of utility service and 
changing a service parameter of the utility service associated with the customer system, 
the examiner asserts that Johnson discloses the claimed features, citing the following 
sections from Johnson: 

From the list of all Providers providing bid information to 
the Moderator, each control computer (or the Moderator) can select 
those Providers from whom participatiiig end users or resellers will 
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be provided electric power or natural gas and can change that 
selection at any time. After each new bid is submitted by a 
Provider and is processed by the Moderator, the rate and/or 
provider selection data will be transmitted to the relevant control 
computers (or retained by the Moderator if the Moderator will 
perform the functions of the control computer, including selecting 
a Provider for each set of end users or resellers) and rate 
information will be distributed to some or all of the Providers in 
order to inciplement the auction. A Provider, for example, may not 
be interested in receiving the bids of other Providers who are not 
active in the same geographic regions- All Providers will have the 
opportunity thereafter to submit a lower or higher bid for any end 
user (or any reseller or group of resellers) or group of end users to 
whom they wish to supply electric power or natural gas. 

These tariffs, filed by the local utility with the applicable state 
PUC, set forth specific rates to be charged to different classes of 
customers - e.g., large industrial and commercial end users often 
pay rates based on peak demand as well as total volume consumed, 
whereas the rates paid by residential customers typically relate 
only to total volume consumed. Some tariffs call for different rates 
depending on time of use (e.g., peak v, off-peak pricing). 

(Johnson, page 4, paragraph 21 ; page 2, paragraph 9, lines 4-11). The cited sections of 

Johnson discuss selecting providers from whom participating end users will be provided 

electric power and discuss different tariffs are charged to different classes of end users. 

Examples of classes of end users include industrial and residential end users* However, 

nothing in Johnson teaches or suggests associating a customer system with a class of 

utility system, or changing a service parameter of the utility service associated with the 

customer system, as claimed, A customer system, as defined in the specification, is: 

a customer computer associBted with the customer's electrical 
network and connected via the world wide web network, an 
intranet or other connection system to a second computer or 
computer server affiliated with the electric utility. The customer 
system also includes, but is not limited to, the customer's electrical 
network, power outlets, phone jacks* CATV outlets and appliances 
connected thereto. 

(Specification, page 8, lines 3-8). Nothing in Johnson teaches or suggests associating a 
customer computer connected to a computer or computer server affiliated with an 
electrical utility. Even if the claim is not limited by the disclosure in the specification, 
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nothing in Johnson actually teaches or suggests associating a class of utility service with 
anything that could be construed as a customer system, wherein the customer system is 
capable of receiving a message chang;ins a service parameter of the utility service 
provided to the customer system in response to a change in the operation of the utility 
system, and in further response to the class of utility service associated with the customer 
system. Thus, while Johnson may note that customers may be classified for purposes of 
imposing tariffs, Johnson does not show or suggest associating such classifications with 
individual customer systems capable of receiving messages changing a service parameter 
of the utility system provided to the customer system in response to a change in the 
operation of the utility system, and in further response to the class of utility service 
associated with the customer system. Furthermore, neither Lofjxot Yabutani teach or 
suggest this claimed feature. Because neither Johnson nor Lofnox Yabutani teach or 
suggest this claimed feature, the proposed combination does not result in the claimed 
inventions. 

In addition. Lofnot Yabutani nor Johnson, alone, or in combination, teach or 
suggest changing a service parameter provided to the customer system in response to a 
change in the operation of the utility system, and in further response to the class of utility 
service associated with the customer system, as claimed. The examiner asserts otherwise, 
citing the above quoted sections of Johnson and citing the following additional sections 
of Johnson: 

In many states or geographic regions, local electric utilities 
have formed wholesale power pools in which they share power, as 
needed, with other members of the pool under arrangements and 
according to rules previously agreed to by all the members* In 
some of these power pools, the members" generating facilities and 
key portions of their respective power grids are placed under the 
control of a regional or pool controller who manages the 
continuous balancing of power being transmitted across these grids 
for greatest efficiency and at lowest cost to the members* The pool 
controller in some cases, for example, will advise the pool 
members on one day of the power he expects to need during each 
hour of the following day, in order to satisfy the projected 
aggregate demand on the pool'^s combined grid by the utilities" 
customers. Each member is invited to submit offers (quantities and 
prices) of the power it is willing to supply to the combined grid. 
Starting with the lowest-priced power first, the controller accepts 
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such offers tmtil be reaches the aggregate quantity he needs for 
each hour of the next day. Typically, the clearing price - the price 
of the last unit of power needed by the coritroUer to meet his 
projected demand for each hour - is used to set the price that all 
suppliers for that hour will receive, notwithstanding that some of 
the accepted offers were at prices lower than the clearing price. 
This approach ensures an efficient but equitable least-cost 
wholesale pricing arrangement among the pool members. 

Through this bidding process. Providers can compete to 
supply electric power or natural gas to end users and resellers 
based on available capacity, delivery destinations, volume 
discounts, peak period requirements, etc. Providers can also 
manage their power generation, gas production and/or energy 
provisioning activities by adjusting their bids from time to time, 
depending on capacity utilization or other energy availability 
factors. And end users (aiid resellers) can easily make economic 
choices among competing Providers. 

(iii)the Moderator transmits back to the bidders some or all of the 
bids received from the other bidding Providiers, giving them an 
opportunity to adjust some or all of their bida;(iv)the Moderator 
transmits to each control computer such rate information and/or 
provider selection data as is relevant to the end user or group of 
end users (or resellers) associated with that control 
computer;(v)using the information received from the Moderator^ 
each control cdmputer selects the Provider offering the lowest rate- 
(or best economic value) at that time to the end users (or resellers) 
associated with that control computer (after applying any decision 
rules formulated, and inputted by the control computer "s 
administrator and/or formulated and transmitted to the applicable 
control computer by any end user or reseller) and transmits such 
selection to the Moderator;(vi)for those end users or resellers not 
associated with a control computer, the Moderator will perform all 
of the functions the control computer would otherwise perform, 
including selecting the Provider offering the lowest rate (or best 
economic value) at that time to each sudi end user;(vii)thc 
Moderator (or applicable control computer) transmits a notification 
to the selected Provider (which may also specify the estimated 
energy requirements of the set of end users to be served) and, 
perhaps, copies of such notification to the end user"s local energy 
distribution company (DISCO) and to the respective Provider 
supplying power or namral gas to this end user immediately prior 
to the start of energy deliveries by the newly-selected Provider 
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{Jofuison, page2. paragraph 12; page 4. paragraph 25; and page 5, paragraph 42. lines 21- 
46). The sections of Johnson quoted directly above describe a method of allocating 
energy from a power pool through a bidding process. Johnson teaches that energy from 
the power pool is eventually distributed to an end user or a group of end users, However, 
Johnson does not teach or suggest sending a message to the customer system changing a 
service parameter of the utility service provided to the customer system in response to a 
change in the operation of the utility system, and in further response to the class of utility 
service associated with the ciistomer system, as recited in claim 129 of the present 
invention. While Johnson teaches specific rates to be charged to different classes of 
customers, Johnson does not teach or suggest changing a class or changing a type of 
service for a customer, much less changing a service parameter provided to the customer 
system based on a class of utility service, as asserted by the examiner. Furthermore, as 
discussed above. Johnson is devoid of disclosure regarding individual customer systems. 
Therefore, Johnson also does not teach or suggest changing a service parameter provided 
to a customer system in further response to the class of utility service associated with the 
customer system, as claimed. Fufthermore, neither Lqfnor Yobutani teach or suggest this 
claimed feature. Thus, contrary to the examiner's assertions, neither Johnson nor Lqfnor 
Yobutani teach or suggest the limitations of claim 129. Accordingly, the proposed 
combination again docs not result in the invention of claim 129. 

The examiner further states that it would be obvious to combine Lo/and Yobittoni 
with Johnson to arrive at the features of the claimed invention. However, Johnson does 
not cure the deficiencies in Lofsmd Yabutanu Johnson does not teach or suggest 
associating a customer system with a dass of utility service or changing a service 
parameter of the utility service provided to the customer system in r«ponsc to a change 
in the operation of the utility system, and hi further response to the dass of utility service 
associated with the customer system, as recited in claim 129 of the present invention* As 
discussed above, i<?/and Yabutani do riot teach these features. Therefore, the 
combination of iLo/and Yabutani wiih Johnson do not render claim 129 unpatentable 
because the combination does not describe, teach, or suggest associating a customer 
system with a class of utility service or changing a service parameter of the utility service 
provided to the customer system in response to a change in the operation of the utility 
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Bystcnu and in further response to the class of utility service associated with the customer , 
system. 

2, The prOdMfed combinfr ttop does not result in the claimed 
invention. 

Even if LafmSi Yqbutani were combinable with Johnson, the result of 
such a combination would not be the invention as recited in claim 129. Rather, such an 
alleged combination would result in a system for producing more power at other power 
plants on a grid in case of a reduction of power production at a windmill location, as 
taught m Lqf, with a method for calculating saved electrical pov/er due to installation of i 
an inverter, in the moitner described by Yabutani, and an auction service that sthnulates 
competition between energy suppliers, as disclosed by Johnson. Even with the additions 
of Lof, Yahutanu and Johnson, there would be no associating a customer system with a 
class of utility service or changing a service parameter of the utility service provided to 
the customer system m response to a change in the operation of the utility system, and in 
further response to the class of utility service associated with the customer system, as 
recited in claim 129 of the preisent inventioii. 

3. No motivation, teaching, or suggestion exists to combine the 
rcfercitcea becaose the references address different problems. 

Furthermore, one of ordinary skill in the art would not combine Lo/and 
Yabutani with Johnson when each reference is considered as a whole. In considering a 
reference as a whole, one of ordinary skill in the art would take into account the problems 
recognized and solved. As discussed above in regard to claim 1, Lo/is directed to 
producing more power at other power plants on a grid in case of a reduction of power 
production at a v/indmill location, As also discussed above in regard to claim 1, Yabutani 
is directed to calculation of saved electrical power due to installation of an inverter. 

In contrast, according to the Abstract, Johnson is directed towards an auction 
service that stimulates competition between energy suppliers. Each supplier's offers can 
be changed to reflect each supplier's capacity utilization* In summary, Johnson teaches 
an auction service that stimulates competition between energy suppliers, 
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Therefore, there is no motivation to combine the teachings of Lo/and Yabutani ^ 
with Johnson in the manner alleged by the examiner. There is no suggestion in Wor , 
Yabutani that there is a need for an auction service that stimulates competition between 
energy suppliers, such as that taught by Johnson, In fact. Lqf is directed toward 
producing more power at otfier power plants on a grid in case of a reduction of power 
production at a windmill location, and Ycibutani is directed towaid calculation of saved 
electrical power due to installation of an inverter. Neither Lofwst Yabutani teaches or 
suggests competition between enagy suppliers. 

Moreover, there is no suggestion in Johnson of a need to combine the auction 
service that stimulates competition between energy suppliers of Johnson with producing j 
more power at other power plants on a grid in case of a reduction of power production at 
a windmill location, such as that taught by Lo/. or the calculation of saved electrical 
power due to installation of an inverter approach of Yabutani. There is no need, let alone 
any suggestion in Johnson for producing more power in case of a reduction of power 
production at a windmill location or saving electrical power due to installation of an 
ijjverter. Thus, the alleged motivation offered by the examiner is not based on the actual 
teaching of the references, 

Consequently, there is no teaching or suggestion in the references as to the 
desirability of including the features from other references. The mere fact that a prior art 
reference can be readily modified does not make the modification obvious unless the 
prior art suggested the desirability of the modification. The examiner may not merely 
state that the modification would have been obvious to one of ordinary skill in the art 
without pointing out in the prior art a suggestion of the desirability of the proposed 
modification. The examiner has failed to demonstrate any motivation or incentive in the 
prior art to combine and modify the references so as to achieve the claimed inveiitioa 
The only motivation to even to attempt to combine Lqfwd Yabutani with Johnson is to 
try to arrive at Applicant's claimed bvention and thus, the alleged combination is a result 
of impermissible hindsight reconstruction using Applicant's own disclosure as an aide. 
While Applicant understands that all examination entails some measure of hindsight, 
when the rejection is based completely on hindsight, as in the present case, rather than 
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only what is gleaned from the references by one of ordinary skill m the art, then the 
rejection is improper and should be withdrawn. 

4, The claimed invcnHon solves a prob lem not rec^i^ed bv the 
references. 

The claimed Invention solves an uniecognized problem. As recited in 
claim 129, the present invention recognizes the problems involved with associating 
customer systems with a class of utUity service and modifying a service parameter of the 
utility based on the resulting classifications. Neither Lof nor Yabutani nor Johnson 
recognizes this problem. Therefore, one of ordinary skill in the art would not be 
motivated to combine Lp/and Yabutani with Johnson m the manner required to form the 
solution presented in the claimed invention 

In conclusion, independent claims 129, 148» 159, 171, and 183 are not taught or 
suggested by the alleged combination of Lcfmd Yabutani with Johnson. Accordingly, 
Applicant respectfully requests withdrawal of the rejection of independent claims 129, 
148, 159, 171, and 183 under 35 U-S.C. §103. 

Claims 130-147, 149-158. 160-170, 172-176, 178-182, and 184-190 are 
dependent claims depending on independent claims 129, 148, 159. 171, and 183, 
respectively. Applicants have already demonstrated claims 129, 148, 159, 171, and 183 
to be in condition for allowance. Applicants respectfully submit that claims 130-147. 
149-158, 160-170, 172-176, 178482, and 184-190 are also allowable, at least by virtue 
of their dependency on allowable claims. Consequently, it is respectfully urged that the 
rejection of claims 129-176 and 178-190 have been overcome, and such a notice is 
respectfully requested. 

Additionally, dependent claims 130 and 132 recite other additional combinations 
of features not suggested by Lof, Yabutani, or Johnson. 

B. 35 U>S>C. 8 103> AUcged Obviousness. Claim 130 
Hie examiner rejects claim 130 a$ allegedly obvious in view of i^/ and Yabutani 

in further view of Johnson for the reasons quoted above in the beginning of section IL 

Dependent claim 130 recites the following: 
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130. The method of Claim 129 wherein the essociation of a 
customer system with a class of utility service is dynamic. 

Neither Lofnox Yabutani not Johnson, jsHone, or in combination, teach or suggest 
wherein an association of a customer system with a class of utility service is dynamic, as 
claimed. The examiner asserts thsA Johnson discloses wherein an association of a 
customer system with a class of utility service is dynamic, citing page 2, paragraph 12 of 
Johnson, which is quoted above in regard to claim 129. 

Paragraph 12 of Johnson teaches that a pool controller will advise pool members 
of the power he expects to need during each hour of the following day in order to satisfy 
the projected aggregate demands Each pool member submits offers of the power the pool 
member will supply to the power grid- The controller accepts offers from the loweat 
price to the highest price until the power demand is satisfied. Thus, this section of 
Johnson teaches an auction between power providers for providing power to a power 
grid. In contrast, claim 130 specifies that the association of a customer system with a 
class of utility service is dynamic. Johnson teaches nothing regarding the place of the 
customer during the auction process. As discussed above in regard to claim 129, the 
alleged combination of Lo/, Yabutani, and Johnson does not tea<ii or suggest an 
faidlvidual customer system, Consequently^ neither Johnson nor Lo/nor YabutanU alone 
or in combination, t€sach or suggest anything regarding dynamically associating an 
individual customer system with a class of utility system, as claimed Thus, the proposed 
combination does not result in the invention of claim 130. 

Additionally, claim 130 is dependent from claim 129, which Applicants have 
already demonstrated to be in condition for allowance. Consequently, it is respectfiilly 
urged diat the rejection of claim 130 has been overcome, and such a notice is respectfully 
requested. 

C. 35 S 103. AUeged Obv<ousnesS| ^lalm 132 

The examiner rejects claim 132 as allegedly obvious in view of Li>/and Yabutani 

in further view of Johnson for the reasons quoted above in the beginning of section 11, 

Dependent claim 132 recites the following: 
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132. The method of Claim 130 wherein a change in the class of utility 
service provided to the customer system is based on a cost increase in 
utility service. 

Neither Lof nor Yabutani nor Johnson show or suggest wherein a change in the 
class of utility service provided to the customer system is based on a cost increase in 
utility service, as clainied. The examineif asserts that Johnson discloses wherein a change 
in the class of utility service provided to the customer system is based on a cost increase 
in utility service, citing page 5, and paragraph 42 of Johnson, which is quoted above in 
regard to claim 129. 

However, as mentioned above m regard to claim 129, Johnson does not teach or 
suggest an individual customer system, much less changing a class of utility service 
provided to a customer system. Instead, Johnson teaches an auction process among 
power providers to provide power to a power grid. Furthermore, neither Lof nor Yabutani 
teach or suggest an individual customer system. Thus, the proposed combination does 
not result in the invention of claim 132. 

Additionally, claim 132 is dependent from claim 130, which Applicants have 
already demonstrated to be in condition for allowance. Consequently, it is respectfully 
urged that the rgection of claim 132 has been overcome, and such a notice is respectfully 
requested. 

D. 35 U.S.C!> 8 103. Alleged Obvi numem- Claims 10^12. 14. 28-30. 32, 43- 
45, 47. 58-60, 62, 72-74. and 76 

The examiner rejects claims 10-12, 28O0, 43-45, 58-60, and 72-74 as allegedly 

obvious in view of Lo/and Yabutani in further view of Johnson for the reasons quoted 

above in the beginning of section II, Independent claim 10, which is representative of 

independent claims 28, 43> 58, and 72 with regard to similarly recited subject matter, 

recites the following: 

10. A method for managing a utility service, the method 
comprising the steps of: 

analyzing relationship information representing a 
relationship of availability of the utility service and consumption 
of the utility service; and. 
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sending a message over a data network to at least one 
region of a utility service network to thereby modify utility service 
consumption based on the analysis of the relationship information; 

wherein each region of the utility service network is 
class^ed into a class of service, (emphasis added) 

1, The examiner ignored features of claim 10. 

The examiner does not specifically allege that Lof, Yabutani, or Johnson 
teach or suggest, alone, or in oombination» modifying utility service consumption in a 
region of a utility service network or classifying a region of a utility service network into 
a class of service. Because the examiner ignored features of the claims, the examiner 
failed to state a prima facie obviousness rejection against these claims. Neither L^/nor 
Yabutani nor Johnson, alone, or in combination, teaches or suggests modifying utility 
service consumption in a region of a utility service network or classifying a region of a 
utility service network into a class of service, as recited in claim 10* 

2« The proioosed combination does not teach all of the features of 
rJfttm 10. 

As discussed above in regard to claim 1, Lof teaches a system for 
producing more power at other power plants on a grid in case of a reduction of power 
production at a windmill location. Z^/also teaches service contracts for reducing power 
available to certain customers when a reduction in power available occurs. However, Lof 
does not teach or suggest modifying, the actual utility service consumption in a region of 
a utility service network. Instead, Lqf only teaches modifying the total power available to 
all customers. There is a distinction between direaly reducing the actual customer power 
consumption and reducing the power available to customers. In Lo/, customer power 
consumption may have to change in response to a reduction of available power. 
However, in the present invention a reduction of available power may have no effect on 
customer power consumption in one region of a utility service network if customer power 
consumption is reduced for another region of the utility service network. 

Neither Yabutani nor Johnson cores this deficiency in Lof, Johnson does not 
teach modifying utility service consumption in a region of a utility service network 
because Johnson is unconcerned with the end user, except in how the end users indirectly 
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affect the auction process among the power providers. Johnson docs not teach modifying ^ 
utility service consumption* much less modifying utility service consumption in a region 
of a utility service network Yabutani teaches an energy saving service offered at a . 
supervised load facility. Yabutani is not concerned with a utility network, much less 
modifying utility service consumption in a region of a utility sCTvice network. Because 
neither Lof, nor YabutanU nor Johnson teach or suggest modifying utility service 
consumption in a region of a utility service network, the proposed combination does not 
result in the invention as recited in claim 10, 

Likewise, neither Lofnot Yabutani nor Johnson teach or suggest that each region 
of a utility service network is classified Into a class of service, as recited in claim 10, Lqf 
and Johnson are directed to groups of power providers, not classifying classes of service 
for regions of a utility service network, Johnson at most teaches that end-users are 
grouped in at least two classes for purpose of imposing tariffs, but not for classifying 
regions of a utility service network into classes of service, as claimed, Johnson is 
unconcerned with the end user, except in how the end users indirectly affect the auction 
process among the power providers. L<?f teaches service contracts for reducing power 
available to certain customers when a reduction in power available occurs. However, Lof 
does not teach or suggest a region of a utility network or the classification of such a 
region into a class of service^ Yabutani is directed to an energy saving service offered at 
a supervised load facility, Yabutani is not concerned with a utility network, much less a 
region of a utility network or the classification of such a region into a class of service. 
Thus, the proposed combination does not result in the present invention as recited in 
claim 10. 

The examiner further states that it would be obvious to combine Lcfmd Yabutani 
with Johnson to arrive at the features of the claimed invention. However, as discussed 
above in regard to claim 10, Johnson does not cure the deficiencies in I^and Yabutani 
Therefore, the combination of Lqf and Yabutani with Johnson do not render claim 10 
unpatentable because the combination does not describe^, teach, or suggest modify tog 
utility service consumption in a region of a utility service network or classifying a region 
of a utility service network into a class of service. 
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3. The proposed combination docs i rot result in th^ daimed 
inventlop. 

Even if Lc?/and Yabutmi were combinable with Johnson, the result of 
such a combination would not be the invention as recited in claim 10, Rather, such an 
alleged combination would result in a system for producing more power at other power 
plants on a grid in case of a reduction of power production at a windmill location, as 
taught in Lof, with a method for calculating saved electrical power due to installation of 
an inverter, in the manner described by YabutanU and an auction service that stimulates 
competition between energy suppliers, as disclosed by Johnson. Even with the additions 
of Lof, YabutanU and Johnson, there would be no modifying utility service consumption 
in a region of a utility service network or classifying a region of a utility service network 
into a class of service, as recited in claim 10 of the present invention. 

4. No motiYation, teaching, or auggfestlon exists to coiablne the 
rtfgreneea because the references address differe nt problems, 

mrihermore, as discussed above in regard to claim 129, one of ordinary 
skill in the art would not combine Lqf and Yabutani with Johmon when each reference is 
considered as a whole. As also discussed above, there is no teaching or suggestion in the 
references as to the desirability of including the features from other references. The mere 
fact that a prior art reference can be readily modified does not make the modification 
obvious unless the prior art suggested the desirability of the modification. The examiner 
may not merely state that the modification would have been obvious to one of ordinary 
skill in the art without pointing out in the prior art a suggestion of the desirability of the 
pioposed modificatioa The examiner has failed to demonstrate any motivation or 
incentive in the prior art to combine and modify the references so as to achieve the 
claimed invention. The only motivation to even to attempt to combine lo/and Yabutmi 
with Johnson is to try to arrive at Applicant's claimed invention and thus, the alleged 
combination is a result of impermissible hindsight reconstruction using Applicant's own 
disclosure as an aide. While Applicant understands that all examination entails some 
measure of hindsight, when the rejection is based Completely on hindsight^ as in the 
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present case, rather than only what is gleaned from the references by one of ordinary skill 
in the art, then the rejection 1& Improper and should be withdrawn, 

5. The claimed invention scJves a problem not recognized by thg 
references. 

The claimed invention solves an unrecognized problem. As recited in 
claim 10, the present invention recognizes the problems involved with classifying a 
region of a utility service network into a class of service and modifying utility service 
consumption in the region of a utility service network, Neither Lof^ nor YabutanU nor 
Johnson recogoizes this problem- Therefore, one of ordinary skill in the art would not be 
motivated to combine Lq^and Yabutcmi with Johnson in the nwmner required to form the 
solution presented in the claimed invention. 

In view of the above, independent claims 10» 28, 43. 58, and 72 are not taught or 
suggested by the alleged combination of Lo/and YabuUim with Johnson. Accordingly, 
Applicant respectfully requests withdrawal of the rejection of independent claims 10, 28. 
43, 58, and 72 under. 35 U.S.C. §103. 

Claims 11, 12, 14, 29, 30, 32, 44, 45, 47, 59, 60, 62, 73, 74, and 76 are dependent 
claims depending on independent claims 10, 28, 43, 58, and 72, respectively. Applicants 
have akeady demonstrated claims 10, 28, 43, 58, and 72 to be in condition for allowance. 
Applicants respectfully submit that claims 1 1 , 12, 14, 29, 30, 32, 44, 45, 47, 59, 60, 62, 
73, 74, and 76 are also allowable, at least by virtue of their dependency on allowable 
claims. Consequently, it is respcctfidly urged that the rejection of claims 10-12, 14, 28- 
30, 32, 43-45, 47. 58-60, 62, 72-74, and 76 have been overcome, and such a notice is 
respectftiUy requested. 

E* 35 U.S-C. 5 103, Alleged Obvioasness, Claims 86-88 

Claims 86-88 are dependent claims depending on independent claim 80. 
Appli<;ants have already demonstrated claim 80 to be in condition for allowance. 
Applicants respectfully submit that claims B6t88 are also allowable, at least by virtue of 
their dependency on an allowable claim. 
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in. Objection to Claims 

The examiner has stated that claims 4, 8, 9, 22, 26, 27, 40-42, 55-57, 69-71, and 
83-85 were objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims: Claims 4, 8, 9, 22. 26, 27, 40-42, 55-57, 69-71, and 
83-85 are dependent claims depending on independent claims 1, 19, 37, 52, 66, and 80, 
respectively. Applicants have already demonstrated claims 1, 19, 37, 52, 66, and 80 to be 
in condition for allowance. Applicants respectfully submit that claims 4, 8, 9, 22. 26. 27, 
40*42, 55-57. 69-71, and 83-85 are also allowable, at least by virtue of their dependency 
on allowable claims. 

IV. Conclusion 

It is respectfully urged that the subject application is patentable over the cited 
references and is now in condition for allowance, 

The examiner is invited to call the undersigned at the below-listed telephone 
number if in the opinion of the examiner such a lelephone conference would expedite or 
aid the prosecution and examination of this application, 

DATE: negember 1-2005 



Respectfully submitted, 




Reg. No, 48.504 

Yee & Associates, RC, 



P.O. Box 802333 
Dallas, TX 75380 
(972) 385^8777 



Attorney for Applicants 



TF/jl 
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